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How Cases Are Deciclec Under
Uniform Dornzin Resolution Policy

Panels bave
construed issues
of jurisdiction
more broadly than
some would like.

BY GERALD M, LEVINE

she Uniform Domain Name Reso-
=e o ssigtion Policy is a consensual pro-
. ceeding that adjudicates abusive
registration and use of domain
names. To invoke jurisdiction, the disput-
ed dornain name must be “identical or con-
fusingly similar to a trademark or service
mark in which Complainant has rights.™
“Consensual” is to be understood in a
political as well as procedural sense. The
policy owes its existence to dialogue and
compromise on the international level,

Procedurally, registrars and registrants:
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are bound by contract, the former with
the Internet Corporation for Assigned
Names and Numbers (JCANN) and the lat-
ter with their registrars, to submit dis-
putes to one of several arbitration and
mediation centers certified by ICANN.?
The policy is based on extensive stud-
tes sponsored by the World Intellectual
Property Organization (WIPO) and adopt-
ed by ICANN in 1999. Since the policy’s
inaugural year, the arbitration and medi-
ation centers have decided more than

" 10,000 cases. The parties to these Uniform

Domain Name Resolution Policy (WDRF)
proceedings come from every part of the
globe. The pairings of complainants and
respondents are equally likely to be from
Germany and China or the United King-
dom and Uzbekistan as from residents of
the United States. Because of its interna-
tional scope, it has been stated that pan-
els should be cautious about interpreting
the policy as incorporating tests that may
not exist in a number of jurisdictions.?
Although there is caution, there is also a
readiness to apply the tests assertively.
The decisions as a whole are notewor-
thy for the willingness of panels to con-
strue the policy jurisdiction more broadly
than some would have it and build from
it a common law jurisprudence. Some

sense of the opposition to the common
law approach is found in dissenting opin-
jons in the three-member panels Exam-
ining the dissents discloses tensions
within the community of panelists as to
how far it is permissible to go and the
value of relying on earlier, well-reasoned
decisions in supporting later decisions
that push the envelope of jurisdiction.

In exercising jurisdiction, panels are
enjoined to treat parties with equality and
ensure that each “is given a fair opportu-
nity to present its case.” The bias in favor
of trademark rights holders is a policy
decision intended to maintain an "order-

ly functioning of the market through the
avoidance of confusion and deception.”
This requires defining “the boundary
between unfair and unjustified misappro-
priation of another’s intellectual creations
or business identifiers, on the one hand,
and fair use or justified experimental and
noncommercial use, on the other hand.”

Judging by their concerns, the dis-
senters can be characterized as strict con-
structionists. They argue that the policy
and its “legislative” underpinning, “The
Final Report,” referred to as the founda-
tion document of the UDRP, limits what
the panel may do. The panelist's role is to
follow rules. Its “authority to act and the

parameters within which it may act are
carefully circumscribed by the policy and
by the Uniforr Rules,™ an expression of
the rules that is antithetical to common-
law development.

The pragmatists are panelists who in
common-law fashion work with the poli-
cy to forge the appropriate remedy ina
variety of unforeseen fact patterns.

Listening in on the dialogue between
the strict constructionists and pragma-
tists opens a window to the UDRP and its
development and what is expected of the
parties. The policy is crafted to resolve
certain types of disputes, The panel will
not entertain claims of trademark infringe-
ment, dilution, unfair cornpetition or other
statutory or common law causes of
action? It has been held that a constitut-
ed panel is not a general domain name
court, and the policy is not designed to
adjudicate all disputes of any kind that
relate in any way to domain names.”

Disputes outside the UDRP jurisdiction
are reserved for national courts. The Final
Report provides the following preliminary
“explanation ... of the suggested termi-
nology” for subject matter jurisdiction:

Sec. 170. In popular terms, “cyber-
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squatting” is the term most frequent-
Iy used to describe the deliberate, bad
faith abusive registration of a domain
name in violation of rights in trade-
marks and service marks. However,
precisely because of its popular cur-
renicy, the term has different meanings
to different people. Some people, for
example, include “warehousing,” or
the practice of registering a collection
of domain names corresponding to
trademarks with the intention of sell-
ing the registrations to the owners of
the trademarks, within the notion of
cybersquatting, while others distin-
guish between the two terms. Simi-
larly, some consider “cyberpiracy” to
be interchangeable with “cyber-
squatting,” whereas we consider that
the former term relates to violation of
copyright in the content of websites,
rather than to abusive domain name
regisirations. Because of the elastic
meaning of cybersquatting in popular
terminology, we have therefore cho-
sen {o use a different term — abusive
registration of a domain name — in
order to attribute to it a more precise
meaning.

Although stated otherwise, it could be
argued that the phrase “abusive registra-
tion of a domain name” is less rather than
more precise than cybersquatting
because it allows more scope for con-
struction.”

On one side are those panelists who
regard the exponents of expanding juris-
diction as overstepping the bounds of the
policy.

Coew’

This view is aggressively stated in an
early case, J. Crew International, Inc. v.
crew.com,? decided by the WIPO center.
The dissent observed that “[t]The majori-
ty, in an effort to stop a practice that it
seems to take upon itself to believe is an
unstated purpose of the ICANN policy, has
completely over-stepped its mandate as
arbitrators.”

The dissent concludes with the follow-
ing observation:

The decision creates a new and unau-

thorized test out of whole cloth, based

on assumptions of fact by arbitrators
without evidence on the subject,
instead of using the appropriate and
carefully crafted three step test for
required evidence set out by the
ICANN policy and rules. In my judg-
ment, the majority’s decision pro-
hibits conduct which was not
intended to be regulated by the ICANN
policy. This creates a dangerous and
unauthorized situation whereby the
registration and use of common gener-
jc words as domains can be prevent-
ed by trademark owners wishing to
own their generic trademarks in gross.

1 cannot and will not agree to any such

decision, which is fundamentally

wrong.

The “practice” to which the dissent

ag};gggvis_vsgggg}g_t}p:} in domain names.
The majority held that “[speculation] pre-
cludes others who have a legitimate desire

to use the name from doing so.”

The Crew majority notwithstanding, as
a general proposition the holding of an
inventory of domain names for sale does
not contravene the policy,” but neither is
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there an unrestricted license¥ ltisnot a
bona fide offering of goods and services
to sell domain names identical to trade-
marks and it is not a defense that the sell-
er was unaware of another’s rights.”

Nevertheless, the Crew majority did not
make it clear enough why speculation in
itself constituted bad faith and warranted
forfeiture to the trademark holder, par-
ticularly since the word “crew” can be
both generic and descriptive.

To rectify this lacuna, a later panel
found it necessary to gloss the passive
holding cases and articulate more clearly
what kinds of “inaction” may be found to
be use in bad faith.* “[Plassive holding
constitutes use of a domain name in bad
faith when it can be established that the
registrant is obstructing possibilities to
use the domain name fairly and legiti-
mately.”

The following indicia would constitute
evidence of such an obstruction:

(1) taking into account all the circumn-

stances of the case, it is not pos-

sible to conceive of any

active use of the domain

name in dispute by the &““M%
registrant that would . o ey L

not be illegitimate,
unless he receives
permission from a
trademark holder,
and

(ii) the registrant is
aware of the trade-
mark holder’s demand
to transfer the disputed
domain name, and

(iif) the registrant denies tak-
ing any action that
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tickets issued by its predecessor or
another airline. There is nothing in the
Domain Names themselves to suggest
that users will be directed to a criti-
cism site. The Respondent’s conduct
has the hallmarks of a “bait and
switch” strategy and in our view is not
legitimate.

The dissenter parted company with the
majority “not because | disagree with the
concept that there could be some momen-
tary confusion between the Respondent
and the Complainant airline, but because,
once again, a WIPO panel is taking on the
role of a trademark court and not follow-
ing the very specific requirements of the
UDRP in ordering a transfer of a domain.”

‘Ha’aretz Daily Newspaper’

In Ha'aretz Daily Newspaper Ltd. v. Unit-
ed Websites, Ltd.,* the rights holder had
ot registered its name as a trademark in
the United States. The dissent reasoned

that the complainant had nothing to
complain about.
However, the issue is
more complex. Early deci-
sions were decisive that
trademark rights can be
established by regis-
tration in any jurisdic-
tion™ and it was not

. necessary for a mark

to beregistered at all

to have a common law
trademark right® The
majority opinion in
Ha'’aretz Daily Newspaper
concluded that respondent’s
choice of name was

would enable the
domain name to be
legitimately used
either by the trade-
mark holder (by trans-
ferring the name to
the holder) or by the
registrant himself (e.g.
obtaining any kind of
license or other per-
mission from the
trademark holder).

FPanels are exceeding
the UDRP’s mandate
in making findings that
are not anchored
to concrete evidence or
involve issues best left
to national courts.

opportunistic  and
cited a United King-
dom decision® on reg-
istrations of domain
names that incorpo-
rate the trademarks of
others as evidence of
bad faith.

The dissenter took
his colleagues to task
because, as he stated,
they “have decided to
treat the UDRP as a

In other words, areg-
istrant’s inaction equals using a domain
name in bad faith when the circumstances
indicate that the registrant should act in
order not to obstruct a fair and legitimate
use of a given domain name. .
The Crew dissent’s interpretation of the
policy can be contrasted with the view set
forth in a dissent in a later decision. The
majority in Delta Air Transport NV v. Theo-
dule De Souza noted that “where we seem
to differ [from the Dissent] is that we take
the view that what the Respondent has
done is an abuse of the system.”” The
abuse found by the majority was that the
respondent was using the domain name
in an attempt to extract a financial bene-
fit:
In our view, potential public harm is
not necessarily limited to buying prod-
ucts or using a competitor’s services
by way of some form of direct decep:
tion. To our mind, the deception in the
present case is likely to arise by lur-
ing members of the public to a web-
site which purports to be that of an
airline, only to find that it is in fact 2
website designed to put pressure on
that same airline to refund various

kind of  eminent
domain which gives important trademark
holders the right to take others’ property
regardless of whether registrants have
actually contravened the Policy.”
He continued:
1t is well-established precedent with
the UDRP that trademark holders in
one country who failed to get the sim-
plest and shortest “.com” version of
their name do not necessarily have a
right to take away the name from a
registrant in another country when
that name is generic or has multiple
other legitimate uses.

The dissenter’s objection was that the
panel majority reached its conclusion
“relying entirely on ‘circumstantial evi-
dence,” the intuitive detection of a ‘gen-
eral aura,’ and other undocumented
‘inferences.” " He rejected the “oppor-

tunistic bad faith” doctrine as inapplica-
ble since “any good faith check of the
trademark status of the term ‘Haaretz’ in
August 1997 would have yielded negative
results.” ’
The criticisms about “intuitive detec-
tion of a general aura” and “other undoc-

umented inferences” are unconvincing
and misplaced since they are part of a fact
finder's repertory of analytical tools in
deciding cases solely on paper submis-
sions,

Although it is not stated in so many
words, the problem centers on the phi-
losophy of drawing inferences. What
supports a strong inference? And, what
is required of the parties? Blind asser-
tions are unacceptable as evidence: “It
is especially important under this pro-
cedure to test ... assertions for eviden-
tiary support and credibility.”” Concrete
evidence is defined as “[e]vidence in the
form of documents or third party dec-
larations.”®

Strong inferences are based on concrete
evidence capable of supporting the con-
clusion that it is more probable than not
that such a result is the logical outcome.
Weak inferences rely on “intuition.” This
in turn points to one of the valid criticisms
of the UDRP proceedings, which is that it
disposes of issues of fact — essentially’
finding summary judgment in favor of one
or the other party — where a court of law
would be more circumspect. As charac-
terized by one court, the UDRP is “adju-
dication lite.”

Quality of Submissions

The policy rules provides that “A Panel
shall decide a complaint on the basis of
the statements and documents submitted
and in accordance with the policy, these
rules and any rules and principles of law
that it deems applicable.”® This puts a pre-
mium on the quality of submissions,

The dissent in Time Inc. v. Chip Coop-
er stated that it appeared to him as
though “the majority simply does not
believe the Respondent’s allegations as
to his intentions.”” The problem here
also relates to the issue of evidence, its
quality and sufficiency, and raises the
issue of making credibility judgments
about a party’s intentions without dis-
covery and in the physical absence of the
parties.

Unless a party forthrightly discloses
knowledge under its control, its intentions
can only be guessed. In the final analysis,
“a person’s true intentions are rarely
expressed in these cases.” As a result,
panels have to come to their conclusions
taking an objective view of what a rea-
sonable person in the position of the
respondent can be expected to have
known and understood® Where there is
uncertainty between conflicting allega-
tions, insufficiency of evidence is a basis
for finding against the party with a burden
of proof.® As in American jurisprudence,
burdens shift according to the evidence
each party proffers.

Conclusion

Several tensions are apparent from this
brief review. In general, the tensions cen-
ter on the accusation that panels are
exceeding the UDRP’s mandate in making
findings that are not anchored to concrete
evidence or involve issues best left to

national courts.

The policy requires a complainant to
prove that a respondent both registered
and is using a domain name in bad faith.
However, proof of the former is easier than
the latter because evidence of “intention”
is under the respondent’s control.
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As a result, it is not unusual that pan-
els find registration in bad faith by draw-
ing inferences from the evidence offered®
as well as from evidence that is absent but
in the view of the panel should properly
have been proffered by a party.

The practice is most evident in cases
in which a respondent has not respond-
ed to a complaint. The consensus in such
a contingency is that in “the absence of a
response, it is appropriate to accept as
true all allegations of the Complaint.™

In the words of another panel, since
respondent did not “come forward to
explain what légitimate use it may have
had in the domain names ... the panel may
presume that Respondent lacks rights
and legitimate interests in the domain
names at issue,™
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